United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 1 3-1430 
www.iisplo.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/926J20 



12/06/2001 



Kenji Sato 



23850 7590 09/23/2004 

ARMSTRONG, KRATZ, QUINTOS, HANSON & BROOKS, LLP 
1725 K STREET, NW 
SUITE 1000 

WASHINGTON, DC 20006 



011581 



6454 



EXAMINER 



KANG, INSUN 



ART UNIT 



PAPER NUMBER 



2124 

DATEMAE.ED: 09/23/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

09/926,720 


Applicant(s) 11 

SATO, KENJI 


Examiner 

Insun Kang 


Art Unit 

2124 





" The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply 
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2a)[J This action is FINAL. 2b)M This action is non-final. 
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closed in accordance with the practice under £x parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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DETAILED ACTION 

1 . This action is responding to application papers dated 4/27/2004, 4/20/2004, and 
12/6/2001. 

2. Claims 1-21 are pending in tine application. 

Drawings 

3. Figure 1 should be designated by a legend such as -Prior Art- because only 
that which is old is illustrated. See MPEP § 608.02(g). Corrected drawings in 
compliance with 37 CFR 1 .121(d) are required In reply to the Office action to avoid 
abandonment of the application. The replacement sheet(s) should be labeled 
"Replacement Sheet" in the page header (as per 37 CFR 1 .121 (d)) so as not to obstruct 
any portion of the drawing figures. If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 

4. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because they include the following reference character(s) not mentioned in the 
description: '7' in Fig 2. and S27 in Fig. 3. Corrected drawing sheets in compliance with 
37 CFR 1 .121 (d), or amendment to the specification to add the reference character(s) in 
the description in compliance with 37 CFR 1 .121(b) are required in reply to the Office 
action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the 
sheet, even if only one figure is being amended. The replacennent sheet(s) should be 
labeled "Replacement Sheet" in the page header (as per 37 CFR 1 .84(c)) so as not to 
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obstruct any portion of the drawing figures. If the changes are not accepted by the 
examiner, the applicant will be notified and informed of any required corrective action in 
the next Office action. The objection to the drawings will not be held in abeyance. 



Specification 

5. The disclosure is objected to because of the following informalities: there 
appears to be a minor error in spacing between words throughout the specification: for 
example, see claim 1, line 5. Appropriate correction is required. 

Claim Objections 

6. Claim 1 9 is objected to because of the following informalities: there appears to 
be a minor typographical error in line 6: 'e' needs to be added to "xecuting." Appropriate 
correction is required. 

Claim Rejections - 35 USC §112 

7. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

8. Claims 1-21 are rejected under 35 U.S.C. 112, first paragraph, as falling to 
comply with the enablement requirement. The claim(s) contains subject matter, which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. The claims recite an information setting, which is changeable by a user, and 
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another information setting, which is unchangeable by the user, and more specifically 
the claims recite that age-related information setting is unchangeable by the user and 
execution time-related information setting is changeable by the user. The specification 
does not describe these limitations. In the specification, the settings are (1 ) current date 
and time, (2) date of birth of a user using game software 

(3) Daily time restriction for using game software 

(4) Time restriction on continuous use of game software 

(5) Time period during which game software use is prohibited 

(6) Emotional maturity of a user using game software 

In pages 9- 1 1, the specification recites, (1) cannot be changed by a user (page 9 last 
paragraph), "the information settings of (1)-(6) can be arbitrarily changed by the seller of 
a software execution criteria device (page 1 1 lines 8-12)," the "information settings of 
(3)-(6) can be arbitrarily changed by the purchaser (page 1 1 )," and the "information 
setting of (2) can be set only one time by the purchaser of a software execution criteria 
device (page 11)." The specification does not recite that the user can change the 
execution time-related information setting. Furthermore, (2) is not changeable once the 
birthday information is set/entered. However, the specification also contradictorily 
recites, "a game software cannot change the information settings of (2)-(6) without the 
permission of the purchaser of ...device (page 1 1 last paragraph)" and a "purchaser of 
the software execution criteria device 5 can change the information settings of (2)-(6) 
(page 12 first paragraph)." As shown above, the claims are not enabling because of the 
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disagreement between the specification and the claims and the contradictory 
description. 



Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 



10. Claims 1-4, 8-19, and 21 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Morishita et al. (US Patent 5,968,175) hereinafter referred to as 
"Morishita." 



Per claim 8: 
Morishita discloses: 

-accessing information settings which have been previously set and relate to criteria for 
judging propriety of software execution ("A software use method control system 
including a storage device and an access controller. The storage device stores 
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information for designating a riglit to access system resources of operating systems 
which are to be executed in the software use method control system," abstract) 
-judging whether software may be executed based on said information settings ("a 
program-execution inhibiting device for determining whether the program-executing 
device is allowed to execute the program, from the execution request which the input 
receiver has received," abstract) 

-executing said software only when it is judged that the software may be executed ("a 
program-execution inhibiting device for determining whether the program-executing 
device is allowed to execute the program, from the execution request which the input 
receiver has received, and for inhibiting the program executing device from executing 
the programs when the programs are not allowed to be executed," abstract) 
-wherein said information settings includes an information setting which is changeable 
by a user and another information setting which is unchangeable by the user ("If the 
user is the author of the software, the additional information is changed and written to 
the additional information generating table via the copyright control section ... If the 
user is not the author of the software, the additional information cannot be changed," 
col. 47 lines 1-13) as claimed. 

Per claim 9: 

The rejection of claim 8 is incorporated, and further, Morishita teaches: 

wherein said information setting includes a user-specific information setting which is set 

individually for each user, so that the judgment results from said step of judging can 
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differ depending on individual users even when the individual users try to execute the 
sanne software under the same conditions(coL 4 lines 36-65) as claimed. 

Per claims 1-2, they are the computer apparatus versions of claims 8 and 9, 
respectively, and are rejected for the same reasons set forth in connection with the 
rejection of claims 8 and 9 above. 
Per claim 3: 

The rejection of claim 1 is incorporated, and further, Morishita teaches: 
-said information settings include an age-related information setting relating to the age 
of a user, so that, when the user tries to execute age-restricted software, said software 
execution judging means judges that said age-restricted software may be executed in a 
case that the age of the user is not subject to execution restriction based on said age- 
related information setting; wherein said age-related information setting is 
unchangeable by the user (col. 49 section Main components and features) as claimed. 
Per claim 4: 

The rejection of claim 1 is incorporated, and further, Morishita teaches: 
- said information settings include an execution time-related infornnation setting for 
restricting execution time, so that, when a user tries to execute software, said software 
execution judging means judges that said software may be executed in a case that the 
current temporal condition is not subject to execution restriction based on said 
execution time-related information setting; wherein said execution time-related 
information setting is changeable by the user (col. 58 Lines 40-50) as claimed. 
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Per claim 15: 
Morishita discloses: 

- setting memorizing means for memorizing information settings relating to criteria for 
judging propriety of software execution, software execution judging means forjudging 
whether or not software may be executed based on said information settings 
memorized in said setting memorizing means; ("A software use method control system 
including a storage device and an access controller. The storage device stores 
information for designating a right to access system resources of operating systems 
which are to be executed in the software use method control system," abstract; "a 
program-execution inhibiting device for determining whether the program-executing 
device is allowed to execute the program, from the execution request which the input 
receiver has received," abstract) 

and software executing means for executing said software only when said software 
execution judging means judges that said software may be executed user ("a program- 
execution inhibiting device for determining whether the program-executing device is 
allowed to execute the program, from the execution request which the input receiver 
has received, and for inhibiting the program executing device from executing the 
programs when the programs are not allowed to be executed." abstract) 
wherein said information settings includes a changeable information setting which is 
changeable by a user and a unchangeable information setting which is unchangeable 
by the user ("If the user is the author of the software, the additional information is 
changed and written to the additional information generating table via the copyright 
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control section ... If the user is not the author of the software, the additional information 
cannot be changed," col. 47 lines 1-13); wherein said changeable information setting 
includes a cumulative execution time setting for determining a limit of cumulative 
execution time in a predetermined time period; wherein said software execution judging 
means judges that said software may be executed only when the cumulative execution 
time in the predetermined time is shorter than said limit (col. 58 Lines 40-50) as 
claimed. 

Per claim 14, it is the apparatus version of claim 4, respectively, and is rejected 
for the same reasons set forth in connection with the rejection of claim 4 above. 

Per claim 16, it is the method version of claim 14, respectively, and is rejected for 
the same reasons set forth in connection with the rejection of claim 14 above. 

Per claim 17, it is the method version of claim 15, respectively, and is rejected for 
the same reasons set forth in connection with the rejection of claim 15 above. 

Per claims 10 and 1 1 , these claims are another versions of the claimed method 
discussed in claims 2 and 6, wherein all claim limitations also have been addressed 
and/or covered in cited areas as set forth the above. 

Per claims 12 and 13, they are the product versions of claims 8 and 9, 
respectively, and are rejected for the same reasons set forth in connection with the 
rejection of claims 8 and 9 above. 

Per claim 18, this claim is another version of the claimed method discussed in 
claim 1 , wherein all claim limitations also have been addressed and/or covered in cited 
areas as set forth the above. 
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Per claim 19, this claim is another version of the claimed method discussed in 
claim 1, wherein all claim limitations also have been addressed and/or covered in cited 
areas as set forth the above. 

Per claim 21 , this claim is another version of the claimed method discussed in 
claim 8, wherein all claim limitations also have been addressed and/or covered in cited 
areas as set forth the above. 

11. Claims 1, 2, 5-13, and 18-21 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Makoto (JP 09-292989). 

Per claim 8: 
Makoto discloses: 

-accessing information settings which have been previously set and relate to criteria for 
judging propriety of software execution ("the starting control information of each 
application program stored in an application program information storing means... with 
each other and an application starting judging means... judges the propriety of the 
starting of the application program," abstract) 

-executing said software only when it is judged that the software may be executed 
("Based on the judgment of the application starting judging means. ..an application 
starting control means... to control starting of an application program is included," page 
2 paragraph 0016) 
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-wherein said infornnation settings includes an information setting which is changeable 
by a user and another information setting which is unchangeable by the user 
(paragraph 0023, 0035; 001 6) as claimed. 
Per claim 9: 

The rejection of claim 8 is incorporated, and further, Makoto teaches: 
wherein said information setting includes a user-specific information setting which is set 
individually for each user, so that the judgment results from said step of judging can 
differ depending on individual users even when the individual users try to execute the 
same software under the same conditions(paragraph 0016) as claimed. 

Per claims 1-2, they are the computer apparatus versions of claims 8 and 9, 
respectively, and are rejected for the same reasons set forth in connection with the 
rejection of claims 8 and 9 above. 
Per claim 5: 

The rejection of claim 1 is incorporated, and further, Makoto teaches: 
-said software execution judging means judges if said software may be executed 
without restriction, or may be executed with a certain restriction, or may not be 
executed; and wherein, when said software execution judging means judges that said 
software may be executed with the certain restriction, said software execution means 
executes said software in concord with the certain restriction ("Based on the judgment 
of the application starting judging means... an application starting control means... to 
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control starting of an application program is included," page 2 paragraph 0016) as 
claimed. 

Per claim 6: 

The rejection of claim 1 is incorporated, and further, Makoto teaches: 

-a software execution criteria device which is removably mounted 

to or disconnectably communlcably connected to said computer apparatus, wherein 

said setting memorizing means is incorporated in said software execution 

criteria device (paragraph 0016) as claimed. 

Per claim 7: 

The rejection of claim 6 is incorporated, and further, Makoto teaches: 
- said software execution judging means judges whether or not software may be 
executed based also on whether or not said software execution criteria device is 
mounted to or connected to said computer apparatus (paragraph 0016) as claimed. 

Per claims 10 and 1 1 , these claims are another versions of the claimed method 
discussed in claims 2 and 6, wherein all claim limitations also have been addressed 
and/or covered in cited areas as set forth the above. 

Per claims 12 and 13, they are the product versions of claims 8 and 9, 
respectively, and are rejected for the same reasons set forth in connection with the 
rejection of claims 8 and 9 above. 
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Per claim 18, this claim is another version of the claimed method discussed in 
claim 1, wherein all claim limitations also have been addressed and/or covered in cited 
areas as set forth the above. 

Per claim 19, this claim is another version of the claimed method discussed in 
claim 1, wherein all claim limitations also have been addressed and/or covered in cited 
areas as set forth the above. 

Per claim 20, this claim is another version of the claimed method discussed in 
claim 6, wherein all claim limitations also have been addressed and/or covered in cited 
areas as set forth the above. 

Per claim 21 , this claim is another version of the claimed method discussed in 
^ claim 8, wherein all claim limitations also have been addressed and/or covered in cited 
areas as set forth the above. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Insun Kang whose telephone number is 703-305-6465. 
The examiner can normally be reached on M-F 8:30-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kakali Chaki can be reached on 703-305-9662. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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